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2a)D This action is FINAL. 2b)!3 This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 213. 
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Art Unit: 1655 

DETAILED ACTION 
Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-24, drawn to a composition, classified in class 425, subclass 
various. 

II. Claims 25 and 26, drawn to a first method of using said composition, 
classified in class 435, subclass various. 

III. Claim 27, drawn to a second method of using said composition, classified 
in class 526, subclass various. 

IV. Claim 28, drawn to a third method of using said composition, classified in 
class 514, subclass various. 

V. Claim 29, drawn to a fourth method of using said composition, classified in 
class 530, subclass various. 

The inventions are distinct, each from the other because of the following reasons: 



The inventions are unrelated since the composition can be used in a materially 
distinct method as evidenced by the claims themselves. The methods are unrelated to 
each other since they have different effects and modes of operation from each other. 
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During a telephone conversation with Kirk Han on 10/18/2005 a provisional 
election was made without traverse to prosecute the invention of Group I, claims 1-24. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 25-29 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-14 and 16-24 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Woznicki et al. (example III, claims), Franco (abstract), JP 07215836 (abstract), JP 
08012563 (abstract), JP 2001323263 (abstract), FR 2483227 (abstract) or FR 2555447 
(abstract). 

Each of the references teaches annatto extract (Bixa orellana). It is inherent to 
the composition that geranyl geraniols and tocotrienols are in the annatto extract as 
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noted by applicants in their own specification, see page 1 1 . The specifically claimed 
geranyl geraniols and tocotrienols are inherently in the annatto compositions since the 
geranyl geraniols and tocotrienols are derived from the annatto extract. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Woznicki etal. (ex. Ill, claims), Franco (abstract), JP 07215836 (abstract), JP 08012563 
(abstract), JP 2001323263 (abstract), FR 2483227 (abstract) or FR 2555447 (abstract) 
taken with JP 58180410 (abstract), Borowy-Borowski et al. '826 (col. 2, line 65-col. 3, 
line 25, ex. 21) , Borowy-Borowski et al. '172 (ex. 21), Hoppe et al. '575 (col. 1, lines 50- 
65, claims) or Hoppe et al. '062 (col. 1, lines 45-60, claims). 

Woznicki et al., Franco, JP 07215836, JP 08012563, JP 2001323263, FR 
2483227 or FR 2555447 each teach annatto extract (Bixa orellana) are used as 
cosmetics. It is inherent to the composition that geranyl geraniols and tocotrienols are in 
the annatto extract as noted by applicants in their own specification, see page 1 1 . The 
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specifically claimed geranyl geraniols and tocotnenols are inherently in the annatto 
compositions since the geranyl geraniols and tocotnenols are derived from the annatto 
extract. 

JP 58180410 (abstract), Borowy-Borowski et al. '826 (col. 2, line 65-col. 3, line 
25, ex. 21) , Borowy-Borowski et al. '172 (ex. 21), Hoppe et al. *575 (col. 1, lines 50-65, 
claims) or Hoppe et al. '062 (col. 1, lines 45-60, claims) all teach that co-q 10 is known 
to be used as a cosmetic. 



It is well known that it is prima facie obvious to combine two or more ingredients 
each of which is taught by the prior art to be useful for the same purpose in order to 
form a third composition which is useful for the same purpose. The idea for combining 
them flows logically from their having been used individually in the prior art. In re 
Sussman, 1943 CD. 518; In re Pinten, 459 F.2d 1053, 173 USPQ 801 (CCPA 1972); In 
re Susi, 58 CCPA 1074, 1079-80; 440 F.2d 442, 445; 169 USPQ 423, 426 (1971); In re 
Crockett, 47 CCPA 1018, 1020-21; 279 F.2d 274, 276-277; 126 USPQ 186, 188 (1960). 



The reason or motivation to modify a reference may often suggest what the 
inventor has done, but for a different purpose or to solve a different problem. It is 
not necessary that the prior art suggest the combination to achieve the same 
advantage or result discovered by applicant. While there must be motivation to 
make the claimed invention, there is no requirement that the prior art provide the 
same reason as the applicant to make the claimed invention. 

MPEP 2144 Sources of Rationale Supporting a Rejection Under 35 U.S.C. 103. 
<http://www.uspto.aov/web/offices/pac/mpep/documents/2100 2144.htm> 



It would have been obvious to one of ordinary skill in the art to use the annatto 
extract and the co q-10 together since they are both known individually in the art to be 
used for the same purpose, namely, to be used in cosmetics. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael V. Meller whose telephone number is 571-272- 
0967. The examiner can normally be reached on Monday thru Thursday: 9:30am- 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bruce Campell can be reached on 571-272-0974. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 



6:00pm. 



Business Center (EBC) at 866-217-9197 (toll-free). 




Michael V. Meller 
Primary Examiner 
Art Unit 1655 



MVM 



